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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF NEW MEXICO

GUIDANCE ENDODONTICS, LLC,
a New Mexico Limited Liability Company,

Plaintiff,

vs. No.  08-CV-1101 JB/RLP

DENTSPLY INTERNATIONAL, INC.
a Delaware Business Corporation, and
TULSA DENTAL PRODUCTS, LLC,

Defendants, et al.

PLAINTIFF’S MEMORANDUM OF LAW IN OPPOSITION TO 
DENTSPLY/TDP’S MOTION FOR REMITTITUR, OR, IN THE ALTERNATIVE 

FOR NEW TRIAL UNDER RULE 59 (Doc. 549)
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This is the fifth post-trial motion that Defendants, Dentsply International, Inc. 

(“Dentsply”) and Tulsa Dental Products, LLC (“TDP”) (collectively, “Defendants”) have filed 

challenging the jury’s verdict in favor of Plaintiff Guidance Endodontics, LLC (“Guidance” or 

“Plaintiff”).  They now attack the jury’s award of punitive and nominal damages as excessive

and seek remittitur or a new trial.  As they have done from the outset of this case, Defendants 

trivialize their behavior and argue that “the conduct at issue relates exclusively to 

Dentsply/TDP’s failure to provide goods under a voluntarily entered contractual arrangement.”  

Def. Motion for Remittitur, p. 6.  This misleading characterization minimizes the import of the 

evidence the jury heard during the fourteen days of trial, and the results of Defendants’ multi-

pronged and multi-year effort against Guidance.

This case is, at its heart, about a company that possesses monopoly power in the 

endodontic marketplace, and that is engaged in a longstanding pattern and policy of 

anticompetitive behavior, designed to foreclose competition and keep prices artificially high, so 

that it can maintain its dominant market share and enjoy a 600% markup on the price of 

endodontic products.  When Guidance entered the market with a low-cost business model 

delivering files and obturators at nearly half the price of Defendants’ comparable or identical 

products, Defendants sought to destroy Guidance.  They have largely succeeded, leaving 

Guidance without a supplier, with little or no inventory, and with no money in the bank. Based 

on the egregiousness of Defendants’ conduct, the jury’s punitive award is both appropriate and 

constitutional.

The Court is permitted to and should uphold a ratio of up to 10 times the compensatory 

verdict, although the applicable ratio in this case is, at most, 2 to 1 when the potential harm of 

Defendants’ actions, prejudgment interest, and attorneys’ fees are considered.  The jury heard 
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evidence of Guidance’s damages as a result of Defendants’ conduct, including testimony of

expected revenues over the life on the contract in the $100 to $200 million range, and pre-

litigation “worse case scenario” profits of between $15 million and $22.8 million.  In addition, 

Dr. McDonald testified that there were additional unquantified components of damages beyond 

the damages for lost sales of the V2 file to existing customers that he quantified.  See infra, 

§ I(B)(1)-(2).  The Supreme Court permits the jury and Court to consider this potential harm

when assessing the reasonableness of punitive damages.

The jury’s $40 million punitive damages award is also the minimal amount needed to 

deter Defendants.  Defendants have reaped substantial benefits from their improper conduct, 

spending relatively few dollars to sue and constrain competitors’ use of distributors.  Although 

they lost some market share in the last decade, Defendants have been able to maintain a 70-80% 

market share and unrivaled revenues and profits. In the cost-benefit analysis of a monopolist, a 

punitive damages award of less than $40 million would encourage, not deter, Defendants’ 

improper practices and policies.  Even with a $40 million punitive award, Defendants will recoup 

the jury’s award plus their litigation costs by virtue of not having to compete against Guidance.  

See infra, § I(B)(5).

The jury’s verdict is fully supported by the evidence in the record and should be accorded 

the utmost deference by this Court.  Defendants’ motion should thus be denied.

Summary of Facts Proved at Trial

Over the course of three weeks of trial, the jury saw and heard evidence showing that 

Defendants have been engaged in a long-running, intentional, and malicious anticompetitive 

scheme to eliminate competition, maintain market share, and keep the price of endodontic 

products high, with Guidance as the most recent victim.  Defendants’ own internal reports –
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written by the second highest-ranking executive at Dentsply, James Mosch – show that, for many 

years, Defendants enjoyed 100% market share in the NiTi rotary file market, ostensibly due to 

Defendants’ possession of certain intellectual property pertaining to the NiTi file manufacturing 

process.  Trial Exhibit (“TX”) 723B at 21405-06.1  However, the reports also confirm that 

Defendants knew that their manufacturing patents were “not strong enough to fully protect 

[their] market position.”  Id. at 21406.  See also TX 723M (recognizing that “the manufacturing 

patent might be hard to win/prove”).  Thus, when other competitors such as Sybron, Brasseler, 

Tycom, and Moyco began entering the market, Defendants recognized that they would lose 

market share if they did not take action.

To deal with the “competitive threats” to their market share, Defendants developed a 

“licensing strategy,” whereby, despite knowing that Defendants’ “patents are not strong enough 

to fully protect [their] market position,” Defendants sued these emerging competitors for patent 

infringement in order to force them into license agreements.  See TX 723B at 21405.  Indeed, 

Bill Newell, TDP’s Vice President and General Manager, admitted that Defendants had sued 

every endodontic competitor in North America, with the possible exception of “internet based 

companies” he could not name.  9/25/09 Official Tr. 1130:23-1132:10.2  Defendants required 

two key components in all of the resulting license agreements:  (1) the competitor was forced to 

give up the use of distributors and sell directly to customers; and (2) the competitor had to pay a 

$1.00 per file royalty to Defendants.  TX 723B at 21406.  As Defendants admitted in their 

internal reports, this licensing strategy was successful for three reasons:  (1) it “limited the 

players in the NiTi segment;” (2) it “requir[ed] direct distribution (investment);” and (3) “the file 

royalty limite[d] price strategies.”  Id. at 21406-07.  In other words, Defendants’ “sue and 
                                               
1 All Trial Exhibits referenced herein are attached hereto in Appendix A.
2 All relevant excerpts from the trial transcripts are attached hereto as Appendix B.
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license” strategy successfully closed the NiTi file market to new entrants, who feared getting 

sued for patent infringement by dental giant Dentsply, and artificially raised the price of files by 

requiring that licensees pay a royalty to Dentsply and give up distribution, thereby incurring high 

overhead and operating expenses to build and support a direct sales force.

In 2004, Guidance entered the endodontic market with its V-Taper file.  As is their usual 

practice, almost immediately Defendants began discussing “possible actions” against Guidance 

(TX 60) because, as they recognized, “[i]f we allow these [competitors] to continue without any 

action, it may open the doors for others to enter the market.”  TX 764.  However, it was not until 

2006, when Guidance signed an exclusive distribution agreement with Patterson Dental, the 

largest dental distribution company in the United States, that Defendants grew concerned about 

the competitive threat from Guidance.  In particular, the evidence shows that in early 2006, 

Dentsply’s CEO and Chairman, Bret Wise, sent an email to Bill Newell and Jim Mosch 

expressing concern about Guidance’s relationship with Patterson Dental.  TX 723E.  Newell 

responded by commenting that he had “unfortunately … heard this news.”  Id.  He further noted 

that Guidance had “launched their file system last year … selling direct,” and that “[t]his will get 

interesting now with Patterson’s association with them.”  Id.

As they had done with Sybron, Brasseler, Moyco, and Tycom, Defendants immediately 

began preparing to sue Guidance for patent infringement.  However, by this point, despite 

Defendants’ “sue and license” strategy, their market share had declined from 100% to 80%. TX

723B at 21405.  Thus, rather than sue Guidance with the goal of forcing it into a license 

agreement, Defendants’ plan was to sue Guidance until it ran out of money and went out of 

business, or force Guidance into a settlement whereby Defendants became Guidance’s exclusive 

manufacturer.  Defendants recognized that, as Guidance’s exclusive manufacturer, they would be 
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able to control Guidance’s supply of product, and have access to information regarding 

Guidance’s inventory, sales, and file design.  Bill Newell said it best in an email to Mr. Wise and 

Mr. Mosch:  “[w]e believe we will find out very quickly whether [Guidance] feel[s] [it] can/will 

fight or whether they’ll come to us asking for us to manufacture for them.  We’ll get with Legal 

on Monday and make sure we’re moving forward as planned.”  TX 723E.  See also TX 723H.

Although Defendants were eager to sue Guidance, they also recognized that their existing 

patents were not strong enough to credibly sue Guidance for patent infringement.  See, e.g., TX 

723H (Newell writing to Addison apologizing for being “a pest” and stating that he “hope[s] 

there hasn’t been any major change in our position or strategy” with respect to Guidance).  Thus, 

Defendants formed a shell company to covertly purchase the “Wong Patent,” which Defendants 

acknowledge in writing was “substantially the ProTaper IP for the North American market.”3  

TX 723B at 21408; 9/24/09 Official Tr. (Addison) 959:9-960:18, 1022:20-1024:11.

The evidence shows that Defendants purchased the Wong patent for the sole purpose of 

suing Guidance.  For example, there were numerous emails in 2006 between Bill Newell, Jim 

Mosch, and other Dentsply employees discussing topics such as purchasing the Wong patents 

before “push[ing]” a lawsuit against Guidance” (TX 723L), “work[ing] the deal to get the Wong 

patents,” and “pursu[ing] legal strategy re:  Guidance/Patterson.” TX 723I.  See also TX 723M 

(email with subject “NiTi v. Guidance,” and discussing contacting Wong); 723B (internal report 

noting “[w]e acquired the Wong patent,” which “opened the way for us to begin litigation against 

Guidance and eliminate NiTi distribution by Patterson Dental”).  See also 9/24/09 Official Tr. 

(Addison) 1022:20-1024:11.  The jury also heard evidence that Dentsply’s decision to sue 
                                               
3 This admission shows that when Defendants were suing other competitors prior to 2006 for supposed patent 
infringement of the ProTaper, they lacked confidence in their own intellectual property.  The jury also heard about 
the manner in which the Wong patent was acquired, including Defendants’ creation of a shell company to shield 
their identity from the owners of the patent in order to purchase it for the bargain price of $120,000.  9/24/09 
Official Tr. (Addison) 959:6-962:25.
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Guidance was not driven by legal or patent issues but by business exigencies.  9/24/09 Official 

Tr. (Newell) 1067:5-11.

Once Defendants purchased the Wong patent, they filed a patent infringement suit against 

Guidance before the International Trade Commission, attempting to block importation of 

Guidance’s V-Taper file.  Defendants spent eight months litigating this suit before abruptly 

withdrawing it a mere two months before trial, and while Guidance’s counsel was on his way to 

depose a key witness across the country.  See 9/21/09 Official Tr. (Ginsberg) 166:5-170:7.  

Defendants then re-filed the case in federal court in the Middle District of Pennsylvania.  In 2007 

alone, Guidance spent over $1 million in legal fees defending itself in the patent infringement 

cases, in addition to $1.2 million in other operating expenses, as compared to only $1.7 million 

in sales.  See TX 89B at 24016-17; 9/21/09 Official Tr. (Van Der Geest) 279:18-280:23.  In 

2008, Guidance spent an additional $701,000 in legal fees in connection with litigation with 

Defendants.  9/21/09 Official Tr. (Van Der Geest) 282:7-283:21.

Given the substantial amount of money that Guidance had spent in litigation with 

Defendants, Guidance could not afford to go to trial in the second lawsuit, and was forced to 

settle.  As a result of the litigation, Guidance also had lost its manufacturer, Micro-Mega, whom 

Defendants had also sued.  Ultimately, the parties entered into the Manufacturing and Supply 

Agreement (the “Supply Agreement”), pursuant to which Defendants became Guidance’s 

exclusive manufacturer and supplier of endodontic products.  TX 367.  Specifically, Defendants 

agreed to initially provide Guidance with four products:  (1) obturators, which were repackaged 

Dentsply obturators; (2) EndoTaper files; (3) V2 files; and (4) ovens. A key term in the 

settlement, insisted upon by Defendants, was that Guidance give up any relationships with 
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distributors.  See 9/22/09 Official Tr. (Rittenberry) 524:25-525:5; (Vanderslice) 539:10-540:19; 

9/24/09 Official Tr. (Mosch) 927:13-931:13.

As Guidance’s exclusive manufacturer, Defendants were in a position of power, with 

access to a broad array of useful information concerning Guidance’s sales projections and 

inventory.  However, as the evidence showed, Defendants did not anticipate that Guidance would 

sell its obturators at a 50% discount compared to Defendants’ obturator, which was the same 

product.  Indeed, in this action, Defendants counter-sued Guidance for fraud on the theory that 

Guidance had represented that it would have a large direct sales force – in other words, that 

Guidance would have high overhead, and thus have to charge higher prices to recoup the cost 

associated therewith.  See 10/2/09 Official Tr. (Newell) 2755:12-2757:7.

In fact, the evidence showed that, almost immediately after the Supply Agreement was 

signed, Newell began receiving emails from Defendants’ sales representatives expressing 

concerns about selling against Guidance’s “half price” obturators.  See TX 427, 463, 500, 547, 

583.  High-level management was also extremely concerned about the price that  Guidance was 

charging for its products.  See, e.g., TX 422 (“A monster is loose.  And Guidance Endo is the 

monster”).  Realizing that they could not compete with Guidance under these circumstances, 

Defendants determined not only to breach the Supply Agreement by pretext, but also to put 

Guidance out of business.  Thus, within weeks, Defendants cut off the supply of obturators, 

refused to manufacture the V2, conducted secret tests on the EndoTaper file while withholding it 

from Guidance under false pretenses, disparaged Guidance to its customers, and embarked on a 

nationwide campaign to take all of Guidance’s customers – all for the express purpose of driving 

Guidance out of business, thereby eliminating a successful competitor.
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On September 25, 2008, Newell sent Guidance a letter announcing Defendants’ intention 

to discontinue the supply of obturators to Guidance due to Guidance’s purported breaches of the 

Supply Agreement.  TX 729.  Specifically, Defendants claimed that certain statements in 

Guidance’s marketing materials violated the Supply Agreement’s marketing provisions, and 

accused Guidance of disclosing that Defendants were manufacturing Guidance’s products, in 

purported violation of the confidentiality provision.  TX 367 at §§ 2.4, 9.1.   Guidance 

immediately took steps to cure these alleged violations, as it was contractually entitled to do.  See

TX 367 at § 8.4.  For example, Guidance revised its marketing materials to remove each of the 

allegedly offensive statements.  TX 575, 581.  Despite these efforts, on October 14, 2008 

Defendants discontinued the supply of obturators.  TX 738.

Defendants’ unwillingness to accept Guidance’s curative efforts demonstrated to the jury 

that Defendants’ grievances were insincere.  Moreover, the evidence showed that Defendants had 

no basis to believe that Guidance had engaged in any of the conduct described in the September 

25 and October 14 letters.  Indeed, the jury saw that it was not until November 24, 2008 – two 

months after Newell’s first letter, and one month after the second – that Newell emailed his sales 

force asking for evidence to corroborate the claims in his earlier letters.  TX 642.  The evidence 

also showed that not a single sales representative responded with any evidence that Guidance had 

in fact engaged in the conduct described in the letters.  See, e.g., TX 623, 630, 633, 640, 642.  

Moreover, the documentary evidence confirms the spuriousness of Defendants’ claims that 

Guidance had breached the confidentiality provision of the Supply Agreement by disclosing that 

Dentsply was manufacturing Guidance’s products.  Numerous emails show that Defendants’ own 

sales team recognized Guidance’s products as having been manufactured by Dentsply, and that 
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Defendants anticipated everyone eventually becoming aware of that fact.  See, e.g., TX 392, 454, 

463, 471, 490, 542B, 547.

Not content with depriving Guidance of its obturators, Defendants also interfered with 

Guidance’s supply of the V2 file.  They falsely claimed to need engineering drawings to 

manufacture the V2 (TX 737), even though the evidence showed that Defendants had in fact had 

already created such engineering drawings and had all of the necessary information to 

manufacture it.4  TX 508; 9/29/09 Official Tr. (Higgins) 1779:9-1780:22.  Defendants then 

informed Guidance that, even if engineering drawings were submitted, based on a typo in the 

Supply Agreement they would only supply the V2 in sizes .15, .20, and .25, even though 

Defendants had made prototypes in a full range of sizes and knew that it is not possible to 

perform root canals with only these three sizes.  TX 6; 9/23/09 Official Tr. (Goodis) 640:16-18.  

The evidence also shows that Newell intentionally ignored Guidance’s requests that 

Defendants ship the first order of EndoTaper files in time for an important trade show – despite 

earlier promises to do so – in order to perform secret tests on them.  See TX 459.  At the time 

that Newell was authorizing the secret tests, and Dr. Goodis was imploring Defendants to ship 

the EndoTaper files to Guidance in time for the California Dental Show, Newell disingenuously

wrote to Dr. Goodis that “JCity will not be able to meet this ‘special request,’” but assured Dr. 

Goodis that “JCity is making every effort to meet … that date.”  TX 459. Newell then made sure 

that “nobody else responds” with different information.  Id.

Even more egregiously, the evidence also shows that, two days prior to the testing, 

Newell approved a memo to be sent to the entire Dentsply/TDP sales team containing numerous 

false statements, such as how dangerous Guidance’s files were and how Dr. Goodis was a 

                                               
4 Of course, the jury also found that the Supply Agreement did not obligate Guidance to provide engineering 
drawings for the V2 file.  See Doc. 441.
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“desperate, misguided inventor” – all before the EndoTaper was even on the market.  TX 481,

482, 487, 505; 9/30/09 Official Tr. (Rooney) 2161:10-23.  He also wrote multiple emails to key 

marketing and sales people in which he described the EndoTaper as “scary like a wood screw,” 

“too dangerous,” and “aggressive.”  TX 481, 487.  The evidence also shows that Newell did not 

have a shred of data to support those claims.  See TX 505 (Newell approving memo and stating, 

“let’s get this letter out now and then follow up with testing, quotes, science”). In fact, he first 

asked for testing to be performed after those statements were disseminated to the entire Dentsply 

sales force.  See TX 497.  In fact, those test results showed that Guidance’s files performed better 

than Dentsply’s files in two of three categories, and comparably in the third category (10/5/09 

Rough Tr. (Littleton) pp. 234-45), but Newell never took any steps to recall or revise the 

disparaging documents.

Finally, at the same time that Defendants ceased supplying products to Guidance, 

Defendants’ sales team began telling Guidance customers that Guidance was no longer in 

business and could no longer sell files, as part of an effort to take Guidance’s customers and 

further ensure that Guidance went out of business. See 9/28/09 Official Tr. (Ferone) 1392:5-

1396:25; 9/29/09 Official Tr. (Bettes-Groves) 1918:14-1919:9; 9/30/09 Official Tr. (Ruggles) 

1950:8-1957:5; 9/24/09 Official Tr. (Kratchman) 869:6-17; TX 722H (email to entire sales team, 

proclaiming that “[a]s the result of recent litigation, Guidance files are off the market!!!!”).  

Defendants then launched a series of promotions, such as the “Godfather” (also known as the 

“Smack down program”) encouraging their sales team to “pull a gun” and “[u]nleash a massive 

and overwhelming force” against Guidance, in order to “make Guidance part of endodontic 

history.”  See TX 2, 439, 441, 471, 509, 529, 665, 722J, 722K.
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The jury heard evidence that all of this was done to Guidance as part of the pattern and 

policy of anticompetitive behavior described in extensive detail in Trial Exhibits 723B, 723C,

and 766 – evidence that Defendants withheld from Guidance until the first week of trial.

The jury also heard evidence that Defendants flourished as a result of these 

anticompetitive tactics.  Defendants continue to maintain their stranglehold over the NiTi rotary 

file and obturator markets, and continue to be able to charge double the prices that Guidance had 

charged for the same products.  Defendants know the expense and time delays provided by 

litigation, and, even where they lose big (as here), they continue to file motion after post-trial 

motion and mire Guidance in litigation.  Meanwhile, they have profited substantially from their 

behavior by virtue of not having to compete against Guidance.  Far beyond the pale of a simple 

breach of contract, Defendants’ unfair practices and anticompetitive behavior were characterized 

by lies, pretext, and bullying from Defendants’ highest levels of management implementing

Defendants’ core business philosophy.

Argument

I. THE PUNITIVE DAMAGES AWARD IS CONSTITUTIONAL

The United States Supreme Court has instructed courts reviewing punitive damages 

awards to consider three guideposts: (1) the degree of reprehensibility of the defendant's 

misconduct; (2) the disparity between the actual or potential harm suffered by the plaintiff and 

the punitive damages award; and (3) the difference between the punitive damages awarded by 

the jury and the civil or criminal penalties authorized or imposed in comparable cases. State 

Farm Mut. Auto. Ins. Co. v. Campbell, 538 U.S. 408, 418, 123 S.Ct. 1513, 1520, 155 L.Ed.2d 

585 (2003); BMW of N. Am., Inc. v. Gore, 517 U.S. 559, 575, 583, 116 S.Ct. 1589, 1598, 1603,

134 L.Ed.2d 809 (1996).  See also Applied Capital, Inc. v. Gibson, No. CIV 05-0098, 2008 WL 
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4821336 at *9 (D.N.M. May 28, 2008) (Browning, J.).  All three of these factors compel denial 

of Defendants’ motion.5

A. The Jury Had Ample Evidence That Dentsply/TDP’s Misconduct Towards 
Guidance Was Highly Reprehensible

The Supreme Court has concluded that “the most important indicium of the 

reasonableness of a punitive damages award is the degree of reprehensibility of the defendant’s 

conduct.”  State Farm, 538 U.S. at 419, 123 S.Ct. at 1521, quoting BMW, 517 U.S. at 575, 116 

S.Ct. at 1599.  See also Chavarria v. Fleetwood Retail Corporation, 2006-NMSC-046, ¶ 37, 140 

N.M. 478, 143 P.3d 717.  In an economic harm case, the three most important factors for a court 

to consider in determining the reprehensibility of a defendant’s conduct are (1) whether “the 

target of the conduct had financial vulnerability;” (2) whether “the conduct involved repeated 

actions or was an isolated incident;” and (3) whether “the harm was the result of intentional 

malice, trickery, or deceit, or mere accident.” 6  State Farm, 538 U.S. at 419, 123 S.Ct. at 1521, 

citing BMW, 517 U.S. at 576-77, 116 S.Ct. at 1589.  See also BMW, 517 U.S. at 576, 116 S.Ct. at 

1599 (“infliction of economic injury, especially when done intentionally through affirmative acts 

of misconduct, or when the target is financially vulnerable, can warrant a substantial penalty”); 

Chicago Title Ins. Co. v. Magnuson, 487 F.3d 985, 999 (6th Cir. 2007) (where harm is 

“economic, not physical” then “primary considerations” are the victim’s “financial 

                                               
5 Guidance does not dispute that Delaware state law replicates federal law, and respectfully submits that, whether 
analyzed under federal or state law, the $40 million punitive damages award is constitutionally permissible and 
necessary to deter Defendants.
6 The Supreme Court has never endorsed Defendants’ view that the questions of whether the defendant’s action 
caused physical harm or endangered health and safety “typically predominate a court’s analysis of a punitive 
damages award.”  See Def. Motion for Remittitur, p. 6 (Doc. 549).  Rather, the Supreme Court has stated that “[t]he 
existence of any one of the[] [five] factors weighing in favor of a plaintiff may not be sufficient to sustain a punitive 
damages award; and the absence of all of them renders any award suspect.”  State Farm, 538 U.S. at 419, 123 S.Ct. 
at 1521.
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vulnerability,” whether the defendant’s “conduct was repeated,” and the “culpability” of the 

defendant’s actions).

Analysis of these factors demonstrates that Defendants’ conduct was highly

reprehensible.  The jury heard copious evidence that Defendants inflicted serious economic harm 

on a financially vulnerable target, and they did so intentionally and maliciously through repeated 

affirmative acts of misconduct.  Under these circumstances, its punitive award, while subject to 

Constitutional review, is entitled to deference.  See Willow Inn Inc. v. Pub. Serv. Mut. Ins. Co., 

399 F.3d 224, 231 (3d Cir. 2005) (where jury’s punitive damage award is free of irrationality, 

passion and prejudice, trial court should not substitute its own view of the appropriate amount of 

punitive damages).

1. Defendants Exploited Guidance’s Financial Vulnerability

As argued by Defendants at trial, Guidance was a fledgling company that had never 

operated at a profit.  See 9/21/09 Official Tr. (Van Der Geest) 309:4-7.   As repeatedly pointed 

out by Defendants, Guidance spent more money on legal fees than it ever had on operating costs.  

See Id. at 280:1-284:11.  Defendants understandably avoid discussing Guidance’s financial 

vulnerability, because if they did so, they would also have to credit for it.  Instead, they argue

that their conduct is not reprehensible because Dr. Goodis purportedly earns a high annual 

income.  While it may be true that Guidance only continues to exist as a result of Dr. Goodis’ 

dogged determination and national reputation, Dr. Goodis was not the “target” of the conduct 

proven by Guidance at trial.  Defendants’ conduct was aimed at eliminating Guidance as a 

competitor.  Dr. Goodis was not obligated to support Guidance with his hard-earned income 

from his practice.  With hindsight, it is clear that the fact that Dr. Goodis invested several million 
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dollars in Guidance from his own pocket is the only reason that the company was able to make it 

to trial.  See 9/21/09 Official Tr. (Goodis) 161:1-9; (Van Der Geest) 281:21-282:6.

Indeed, not only have Defendants at all times been aware of Guidance’s financial 

vulnerability, they expressly used it to their advantage.  With total assets of approximately $2.8 

billion, gross profit of over $1.1 billion, and over $204 million of cash on hand (TX 704, p. 23), 

a few million dollars in litigation costs is a drop in the bucket for Dentsply.  However, 

Defendants knew that Guidance would be forced to settle or risk going out of business from the 

weight of the litigation costs.  Similarly, when Defendants breached the Supply Agreement, they

knew that Guidance likely could not afford to start over again with another manufacturer, or to 

litigate again with Defendants to regain its supply of products.7 See Mathias v. Accor Econ. 

Lodging, Inc., 347 F.3d 672, 677 (7th Cir. 2003) (Posner, J.) (holding that higher punitive 

damages award was justified where defendant used its $1.6 billion net worth to “mount an 

extremely aggressive defense … to make litigating against it very costly”).

2. Defendants’ Conduct Involved Repeated Actions

The repetitive nature of Defendants’ conduct to protect market share and profit margins 

and to eliminate competition cannot be denied.  Defendants have been involved in a plan to 

constrain third-party competitors for more than a decade, and have targeted guidance since at 

least 2006.  They repeatedly forced litigation with Guidance advocating unsustainable positions, 

whether by suing Guidance on spurious claims of patent infringement, or by committing 

                                               
7 Indeed, Defendants continued to exploit Guidance’s financial vulnerability throughout this case.  As more fully 
explained in Plaintiffs’ Motion for Discovery Sanctions (Doc. 449) and Plaintiff’s Motion for an Award of 
Attorneys’ Fees and Expenses (Doc. 551), Defendants forced Guidance to incur significantly greater legal costs than 
were required by refusing to cooperate during discovery, repeatedly making frivolous objections and arguments, and 
generally requiring a significant amount of motion practice and other avoidable tasks, threatening Guidance’s ability 
to continue this lawsuit.  See Doc. 449, 536 (noting that “Defendants did not comply with the letter and spirit of the 
discovery rules and law,” by “over-redact[ing] documents,” making unsustainable assertions of privilege, and 
making discovery difficult “by requiring that everything be done by motions and orders”).
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egregious breaches for pretextual reasons that forced Guidance to sue them.  Similarly, they 

relentlessly interfered with Guidance’s business by, among other things, (1) cutting off the 

supply of obturators based on false claims that Guidance had breached the  Supply Agreement;

(2) refusing to manufacture the V2 due to a purported need for engineering drawings, even 

though Defendants already had such drawings in their possession; (3) delaying shipment of the 

EndoTaper in order to perform secret tests and deprive Guidance of its product for an important 

trade show; and (4) making multiple misrepresentations to Guidance’s customers about the 

safety of Guidance’s files as well as Guidance’s viability as a company and ability to sell files, 

all while embarking on a promotional campaign to target and take all of Guidance’s customers.  

All of this conduct took place over the course of several years and is a far cry from the kind of 

“single instance” conduct that weighs against reprehensibility.  Compare Craig Outdoor 

Advertising, Inc. v. Viacom Outdoor, Inc., 528 F.3d 1001, 1020-21 (8th Cir. 2008) (upholding 8 

to 1 ratio based, in part, on defendant’s “particularly egregious” conduct, “characterized as it was 

by repeated trickery and deceit”) to Morgan v. New York Life Ins. Co., 559 F.3d 425, 441 (6th 

Cir. 2009) (ordering remittitur because, among other things, case concerned a single instance of 

age discrimination).

Moreover, as shown above, the jury heard evidence demonstrating that Defendants have 

been involved in substantially similar conduct with other competitors in the endodontic market

for years.  Defendants have repeatedly sued competitors for patent infringement in order to force 

those competitors into disadvantageous agreements that allow Defendants to limit the entrants 

into the market and maintain high prices for endodontic products.  Multiple strategic reports 

written by Jim Mosch himself reflect that it is Defendants’ policy to engage in such conduct, 

suggesting that Defendants are likely to continue these practices if not adequately deterred.
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3. Defendants Intentionally And Maliciously, And Through Trickery 
And Deceit, Caused Harm To Guidance

The jury concluded that the economic harm in this case was the result of malice, trickery, 

or deceit, and the Defendants do not deny it.  Def. Motion for Remittitur, p. 8.  Instead, 

Defendants established precedent by arguing that a finding of intent and malice is “tautological” 

(Def. Motion for Remittitur, p. 8), essentially positing that State Farm’s intent and malice factor 

is meaningless. Lest there be any doubt that these are important factors in a court’s 

consideration of a defendant’s reprehensibility, in Exxon Shipping Co. v. Baker, 128 S.Ct. 2605, 

2621-22 (2008) (Souter, J.), the Supreme Court expressly held that higher punitive awards are 

appropriate for intentional or malicious conduct, as opposed to merely reckless or negligent 

conduct:

Under the umbrellas of punishment and its aim of deterrence, degrees of relative 
blameworthiness are apparent.  Reckless conduct is not intentional or malicious, 
nor is it necessarily callous toward the risk of harming others, as opposed to 
unheedful of it ….  Action taken or omitted in order to augment profit represents 
an enhanced degree of punishable culpability, as of course does willful or 
malicious action, taken with a purpose to injure.

(emphasis added).

Here, there can be no doubt that every lawsuit, every licensing agreement, and all of 

Defendants’ actions vis-à-vis Guidance were part of an intentional, deceitful, and malicious plan 

to use their market power to protect its sinecure. As described above, Defendants sued Guidance 

to force it into the Supply Agreement, which rendered Guidance wholly dependent on 

Defendants.  Almost immediately, Defendants conjured duplicitous reasons for repudiating that 

agreement, not because, as they claimed, they believed that Guidance had violated that 

agreement, but rather because they learned of Guidance’s low-cost strategy and feared loss of 

substantial market share. These actions threatened Guidance’s very existence, as well as the jobs 

of Guidance’s employees – John Ferone, Sharon Bettes-Groves, Debra Ruggles, Delphine 
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Ruggles, and Amanda Ruggles.  It has also cost jobs to the thirty to forty individuals that Dr. 

Goodis anticipated hiring if Guidance had been allowed to fairly compete.  See   9/21/09 Official 

Tr. (Goodis) 158:24-159:1.

Thus, in view of the combination of (a) Defendants’ wielding of monopolistic power to 

cause serious economic harm to Guidance, other competitors, and the endodontic market in 

general; (b) Guidance’s financial vulnerability; (c) the repetitive nature of Defendants’ actions; 

and (d) the intentional, deceitful, and malicious character of Defendants’ actions, the jury was 

entitled to conclude that Defendants’ conduct was extremely reprehensible, and, accordingly, 

the punitive damage award is easily warranted. 8  See Chavarria, 2006-NMSC-046, at ¶¶ 37-38 

(defendant’s “truly reprehensible behavior,” including “repeated and deceitful actions” as well as 

plaintiffs’ vulnerability, justified punitive to economic damage ratio of almost 14:1).

B. The Ratio Of The Punitive Damages Award To The Actual And Potential 
Damages Resulting To Guidance From The Misconduct Of Dentsply/TDP In 
Issue Is Not Constitutionally Disproportionate And Is Necessary To
Adequately Deter Defendants From Repeating This Behavior

The second guidepost in a court’s evaluation of an award of punitive damages is “the 

disparity between the actual or potential harm suffered by the plaintiff and the punitive damages 

award.” State Farm, 538 U.S. at 418, 123 S.Ct. at 1520.

On October 9, 2009, the jury awarded Guidance $40 million in punitive damages, $4.08 

million in actual economic damages, and $200,000 in nominal damages.  See Doc. 441.  As 

discussed below, for purposes of the constitutional analysis, the Court must consider the 

                                               
8 None of cases cited by Defendants supports remittitur, as they are all easily distinguished.  For example, in Inter 
Medical Supplies, Ltd. v. EBI Medical Systems, Inc., 181 F.3d 446, 468-69 (3d Cir. 1999), a case never cited by a 
reported decision in any of the Tenth Circuit’s courts, the Third Circuit remitted $50 million in punitive damages to 
$1 million based its decision on several factors not present here, namely the large compensatory damage award ($48 
million); the fact that the plaintiff was in no way weak or financially vulnerable; and the fact that the damages were 
easily calculable.  Id. at 467-69.  It should also be noted that the radical remittitur to $1 million in punitive damages 
resulted in a ferocious dissenting opinion.  Id. at 471.

Case 1:08-cv-01101-JB-RLP   Document 575    Filed 05/24/10   Page 18 of 36



18
979138-3

potential harm to Guidance not reflected in the award of actual damages, as well as attorneys’ 

fees and pre-judgment interest that will ultimately be paid as part of the judgment and that are 

compensatory in nature.  The Court must also consider the size of the punitive award necessary 

to deter Defendants from continuing to do business through unlawful, anticompetitive means.

1. The Court Should Consider The Potential Harm Of Defendants’ 
Actions

The Supreme Court has made clear that one of the relevant considerations in the ratio 

analysis is “the harm likely to result from the defendant’s conduct as well as the harm that has 

actually occurred.” BMW, 517 U.S. at 581, 116 S.Ct. at 1602.  See also TXO Production Corp. 

v. Alliance Resources Corp., 509 U.S. 443, 453, 113 S.Ct. 2711, 2718, 125 L.Ed.2d 366 (1993) 

(holding that it is appropriate to consider “the potential harm that [the defendant’s] actions could 

have caused”). Thus, the Supreme Court has “eschewed an approach that concentrates entirely 

on the relationship between actual and punitive damages.  It is appropriate to consider the 

magnitude of the potential harm that the defendant’s conduct would have caused to its intended 

victim if the wrongful plan had succeeded, as well as the possible harm to other victims that 

might have resulted if similar future behavior were not deterred.”  Id. at 460-61, 113 S.Ct. at 

2721-22 (comparing $10 million punitive damages award to between $1 and $8 million in 

royalties that plaintiff would have lost had defendant’s plan succeeded).    See also Continental, 

101 F.3d at 643; United Phosphorous, Ltd. v. Midland Fumigant, Inc., 205 F.3d 1219, 1231 (10th

Cir. 2000); Winkler v. Petersilie, 124 Fed. Appx. 925, 938 (6th Cir. 2005).

The $4.08 million award was awarded to compensate Guidance for one narrow category 

of damages that Guidance was permitted to present to the jury – lost sales of the V2 to existing 

customers of Guidance’s V-Taper file.  See 9/29/09 Official Tr. (McDonald) 1841:23-1842:5.  

Dr. Brian McDonald, however, made clear at trial that there are other components of economic 
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damages suffered by Guidance, such as (1) “a loss of profits on the sale of the V2 file to new 

customers of Guidance;” (2) “lost profits on the sales of the EndoTaper file … if [the Supply 

Agreement] were discontinued;” (3) “lost profits on the lost sales of the single-use obturators; 

and (4) other damages associated with a loss of the market share [Guidance] might have obtained 

in the endodontic market for the nickel-titanium rotary file and the single-use obturators.”  Id. at 

1842:6-23.  Similarly, the $4.08 million award does not take into account any economic damages 

for lost EndoTaper sales due to Defendants’ delays in shipping product or false statements about 

Guidance’s inability to sell files, or lost sales from the remainder of the products that Guidance 

was entitled to under § 4.5 of the Supply Agreement.  Nor does the $4.08 million award take into 

account prejudgment interest and attorneys’ fees, both of which are properly considered part of 

Guidance’s compensatory damage award.

Dr. Goodis testified at trial that his plan was to grow Guidance over the seven years of 

the Supply Agreement into a company with $100 to $200 million in annual sales.  9/21/09 

Official Tr. 158:23-159:1.  According to Dr. Goodis, he expected to capture approximately 50% 

of the $40 million market for thermal filling obturators.  Guidance’s price point for obturators is 

approximately one-half of Defendants’ price point for the identical product.  9/28/09 Official Tr. 

(Ferone) 1391:1-3.  Thus, while 50% of the obturator market is $20 million in revenue for 

Defendants, it totals $10 million per year in obturator sales for Guidance. 9/22/09 Official Tr.

389:24-390:4, 395:8-396:2.  Dr. Goodis also expected to capture approximately 5% of the $100

million market for NiTi rotary files, for a total of $5 million per year in lost NiTi rotary file sales

to Defendants, and between $2.5 million and $3.25 million in sales for Guidance, given the price 

point for Guidance files at between 35% to 50% less than Defendants’ prices for comparable 

products.  9/23/09 Official Tr. 653:22-655:8.
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Similarly, the jury saw evidence that Dr. Goodis and Mr. Ferone, Guidance’s National 

Sales Manager, entered into a profit sharing agreement at the outset of the Supply Agreement, 

which set sales thresholds at $3 million in 2009; $4 million in 2010; $4.75 million in 2011; $5.5 

million in 2012; $6.25 million in 2013; $7 million in 2014; and $7.5 million in 2015, for a total 

of $38 million over the seven-year term of the Supply Agreement.  9/28/09 Official Tr. 1375:13-

1378:12.  Mr. Ferone further testified that those projections were conservative, because they 

represented the minimum targets that Guidance had to achieve in order for Mr. Ferone to keep 

his job.  Id. at 1379:1-7.  Mr. Ferone, Dr. Goodis, and Guidance’s accountant all expected the 

actual revenue for the company to be two to three times greater than the $38 million in the profit 

sharing agreement.  Id. at 1378:13-24.  Thus, Mr. Ferone concluded that the expected revenues 

over the life of the Supply Agreement were, conservatively, approximately $76 million to $114 

million.  Id. at 1380:1-20.  Deducting general and administrative costs, as well as the cost to 

purchase finished product from Defendants, Mr. Ferone concluded that Guidance’s profit margin 

was approximately 20% and expected Guidance’s profits over the life of the Supply Agreement 

to have been between $15 million and $22.8 million.  Id. at 1432:14-1433:13.  

The jury also heard other testimony about the potential for growth in Guidance’s 

customer base.  For example, defense witness Dr. William Henson testified that price is a “very, 

very important factor” to a dentist in selecting a file; that dentists are “cheap;” and that they will 

at least “try” a file priced 50% less.  9/28/09 Official Tr. 1576:20-1577:1, 1582:16-1583:5, 

1589:1-19.  Moreover, Dr. McDonald testified that in his opinion, when faced with a 

“significantly lower” price for files or obturators, dentists will buy from Guidance at a lower 

price rather than from another higher-priced competitor.  9/29/09 Official Tr. 1870:22-1871:4.
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Finally, consideration of potential harm is consistent with Supreme Court’s observations 

that ratios higher than single digits can be justified where the wrongdoing or the resultant injury 

are hard to detect.  See Exxon, 128 S.Ct. at 2622; BMW, 517 U.S. at 582, 116 S.Ct. at 1602;

Mathias, 347 F.3d at 677.  Here, the wrongdoing of this monopolist would not have been 

detected had Guidance not persevered through three expensive lawsuits, and it is likely that 

Guidance has not discovered the full extent of the wrongdoing perpetrated by Defendants, given 

Defendants’ persistent efforts to disguise their plans and even prevent Guidance from 

discovering the truth during the litigation, such as by withholding evidence until mid-trial, or not 

producing it at all. See generally Doc. 449.  Moreover, Guidance’s injuries include profits for 

the sale of new products to new customers, and are easy to conceptualize but difficult to 

quantify. See, e.g., Doc. 31 at p. 18-21 (holding that Guidance was likely to suffer irreparable 

harm if Defendants did not resume supplying obturators due to difficulty in computing damages 

flowing from, among other things, loss of customer goodwill, loss of opportunity to distribute a 

unique product, diminished competitive position, and loss of customers); Chavarria, 2006-

NMSC-046, at ¶¶ 37-38 (upholding ratio of 14:1 in light of “intangible nature of the harm that 

Plaintiffs suffered”).  Indeed, even Dentsply quantified its “goodwill and other intangibles” as 

being worth over $1.38 billion in 2008.  TX 704, at p. 23.

While the jury was not permitted to award compensatory damages for many of these 

losses, the Supreme Court’s jurisprudence allows consideration of this potential harm for 

purposes of awarding punitive damages.  Thus, taking into account the potential harm to 

Guidance that Defendants’ actions could have caused, which, based on the trial testimony, 

amounts to at least $15 million to $22.8 million, the ratio of punitive to economic damages in 

this case is, at most, between 2.67 to 1, and 1.75 to 1.
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2. The Court Should Consider Attorneys’ Fees And Prejudgment
Interest As Part Of The Compensatory Damages Award

Both the case law and the public policy underlying the New Mexico Unfair Practices Act 

(“UPA”) make clear that an award of attorneys’ fees under the UPA is considered compensatory.  

The UPA provides that attorneys’ fees and costs shall be awarded to the prevailing party.  See 

NMSA 1978, § 57-12-10(C). In In re Keenan, No. 13-05-21229, 2010 WL 780098, at *3 

(Bankr. D.N.M. Mar. 2, 2010), the court made clear that, because an award of attorneys’ fees is 

mandatory under the UPA, and does not depend on the degree of culpability of the defendant, 

“the attorney fees portion of the judgment represents compensatory damages that should be 

allowed in full.”  The court further observed that this holding comports with the purpose of both 

the UPA and consumer protection acts in general.  Id.

Although the Tenth Circuit has not directly addressed the issue of whether a 

compensatory award of attorneys’ fees should be part of the ratio analysis, the Third and 

Eleventh Circuits have.  See, e.g., Willow Inn, Inc. v. Public Service Mut. Ins. Co., 399 F.3d 224, 

237 (3d Cir. 2005) (attorneys’ fees and costs included in ratio analysis); Action Marine, Inc. v. 

Continental Carbon, Inc., 481 F.3d 1302, 1321 (11th Cir. 2007) (where award of attorney fees is 

compensatory in nature, amount of fees should be included in the ratio analysis); Jurinko v. The 

Medical Protective Co., Nos. 06-3519, 06-3666, 305 Fed.Appx. 13, n 16 (3d Cir. 2008) 

(including attorneys’ fees and costs as part of compensatory damages for purposes of ratio 

analysis).

Decisional law also makes clear that prejudgment interest is properly considered as part 

of the prevailing plaintiff’s compensatory award.  See, e.g., Cambio Health Solutions, LLC v. 

Reardon, 234 Fed.Appx. 331, 339 (6th Cir. 2007) (calculating ratio with prejudgment interest 

included in denominator); James v. Coors Brewing Co., 73 F.Supp.2d 1250, 1255 (D.Colo. 
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1999) (concluding that “prejudgment interest is appropriately calculated into the ‘actual 

damages’” for purposes of ratio analysis).

Here, Guidance is entitled to $3,504,078.64 in attorneys’ fees and expenses through 

March 31, 2010, or such other amount as the Court may approve.  Doc. 552, Ex. 1.  Guidance 

will also receive an attorneys’ fee award for professional services rendered beginning April 1, 

2010 through the final appeal.  Guidance is also entitled to $41,515.10 in prejudgment interest.  

See Doc. 441.  Thus, adding prejudgment interest and attorneys’ fees to the jury’s compensatory 

award of $4.08 million, the ratio of punitive to economic damages in this case is approximately 5

to 1.  Adding in the potential harm discussed supra of between $15 and $22.8 million, the ratio is 

between approximately 2 to 1, and 1.5 to 1.

3. The Ratio of Punitive To Compensatory Damages Is Well Within
Constitutional Limits

The ratio of punitive to economic damages in this case is between 1.5 to 1, and 2 to 1, 

when potential harm, prejudgment interest, and attorneys’ fees and expenses are factored in. The 

Supreme Court has expressly held that a 10 to 1 ratio of punitive to economic damages is 

constitutional.  See TXO, 509 U.S. at 472, 113 S.Ct. at 2727 (“a 10-to-1 ratio between punitive 

damages and the potential harm of petitioner’s conduct passes muster ….”); BMW, 517 U.S. at 

581, 116 S.Ct. at 1602 (based on precedent, relevant ratio is likely “not more than 10 to 1”); 

Continental, 101 F.3d at 639-40 (stating that, from BMW, “we surmise that in economic injury 

cases if the damages are significant and the injury not hard to detect, the ratio of punitive 

damages to the harm [both actual and potential] generally cannot exceed a ten to one ratio”); 

FDIC v. Hamilton, 122 F.3d 854, 861 (10th Cir. 1997) (explaining that in economic injury cases

where damages are not hard to detect, a ratio of 10:1 is appropriate); Applied Capital, 2008 WL 

4821336 at *22 (recognizing that the Supreme Court of New Mexico has upheld, in post-BMW
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decisions, ratios of punitive damages to compensatory damages of 8 to 1, 3½ to 1, and 7.4 to 1).  

Moreover, the Supreme Court has held that higher ratios may also be justified depending on the 

particular facts of a case.  See State Farm, 538 U.S. at 425, 123 S.Ct. at 1524 (noting that 

Supreme Court has declined to “impose a bright-line ratio which a punitive damages award 

cannot exceed,” and that “ratios greater than those we have previously upheld may comport with 

due process where a particular egregious act has resulted in only a small amount of economic 

damages.”9

4. A 1 to 1 Ratio Is Not Warranted By The Applicable Law Or Facts

Defendants repeatedly argue that because compensatory damages in this case were 

“substantial,” a 1:1 ratio is appropriate.  This argument is meritless.  First, while Defendants 

argue as if State Farm had set forth a 1:1 ratio as a firm and unyielding upper limit, State Farm 

itself stresses that “there are no rigid benchmarks that a punitive damages award may not 

surpass” and it merely recognizes that a 1:1 ratio may be appropriate in some cases, but that the 

ultimate determination is highly fact-specific.  538 U.S. at 425 (while punitive award “perhaps” 

equal to compensatory damages “can reach the outer limit” in some cases, “[t]he precise award 

in any case, of course, must be based upon the facts and circumstances of the defendant’s 

conduct and the harm to the plaintiff”) (emphasis added).  

Second, while Defendants rely on a variety of cases from other circuits that are easily 

distinguished,10 they fail to discuss the only case where the Supreme Court has discussed the sort 

                                               
9 Although Defendants repeatedly cite Continental, a post-BMW decision of the Tenth Circuit, to emphasize that the 
Court there remitted the punitive damages award from $30 million to $6 million, Defendants fail to disclose that the 
Continental ratio of punitive to compensatory damages was over 20 to 1.  Continental, 101 F.3d at 643.  There, the 
court concluded that the plaintiff had suffered approximately $269,999 in compensatory damages, plus an additional 
$769,895 in potential damages, for a total of approximately $1 million in combined actual and potential losses.  Id.
at 640.
10 See, e.g, Boerner v. Brown & Williamson Tobacco Co., 394 F.3d 594, 603 (8th Cir. 2005) (no intent or malice); 
Jurinko v. Medical Protective Co., 305 Fed. App’x 13, *28-*29 (3d Cir. 2008) (no intent to harm and compensatory 
damages easily measured); Bach v. First Union Nat’l Bank, 486 F.3d 150, 155 (6th Cir. 2007) (no repeated acts of 
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of case it had in mind when it posited that a 1:1 ratio could be appropriate in some cases.  In 

Exxon Shipping, 128 S.Ct. at 2633, the Court explained that a 1:1 ratio may be appropriate in 

cases “with no earmarks of exceptional blameworthiness” such as cases “without intentional or 

malicious conduct and without behavior driven primarily by desire for gain,” and cases “without 

the modest economic harm or odds of detection that have opened the door to higher awards.”

Here, as described above, all of the “earmarks of exceptional blameworthiness” that 

would justify a ratio greater than 1 to 1 are present.  First, Defendants admit that the jury 

concluded that the economic harm in this case was the result of malice, trickery, or deceit.  Def. 

Motion for Remittitur, p. 8.  Second, all of the evidence shows that Defendants’ conduct was 

driven exclusively by a desire for gain, i.e., to protect their market share and profit margins, and 

to deny the end user comparable products at significantly lower prices. Third, the true extent of 

Defendants’ anticompetitive scheme went undetected for many years due to the nature of 

Defendants’ wrongdoing and their persistent efforts to disguise their behavior.  Unlike a case in 

which the defendant’s negligence caused 10.8 million gallons of crude oil to spill into the ocean 

(see Exxon, 128 S.Ct. at 2612), here, Defendants have been engaged in a long-running 

anticompetitive scheme that went undetected for many years, and which Defendants went to 

great lengths to conceal.  Indeed, Defendants never disclosed that their contract berach was 

motivated by Guidance’s price point for files and obturators.  They also intentionally withheld 

clearly relevant evidence – the internal reports outlining their scheme – until the first week of 

                                                                                                                                                      
misconduct and no intentional malice); Thomas v. Istar Financial, Inc., 508 F.Supp.2d 252 (S.D.N.Y. 2007) (no 
intent to harm, and weak evidence of culpability); Mendez-Matos v. Municipality of Guaynabo, 557 F.3d 36, 54 (1st 
Cir. 2009) (no financial vulnerability, repeated acts, or intentional malice or deceit); Zakre v. Norddeutsche 
Landesbank Girozentrale, 541 F.Supp.2d 555, 565 (S.D.N.Y. 2008) (no financial vulnerability and comparable 
penalties were low); Park v. Mobil Oil Guam, Inc., No. CVA03-001, 2004 WL 2595987 (Guam Terr. Nov. 16, 
2004) (no financial vulnerability, no repeated acts, and harm easily calculated); Chicago Title Ins. Corp. v. 
Magnuson, 487 F.3d 985 (6th Cir. 2007) (only one reprehensibility factor present).
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trial (in spite of multiple Court orders), as part of their plan to conceal their conduct.  See TX 

723B, 723C, 766.

Rejection of a 1 to 1 ratio is further supported by Eden Electrical, Ltd. v. Amana Co., 370 

F.3d 824, 829 (8th Cir. 2004), a case where the Eighth Circuit affirmed a 4.5 to 1 ratio for 

actions that were substantially less reprehensible than Defendants’ actions in this case.11  In that 

case, Amana had signed a contract with Eden to make Eden the exclusive distributor of its 

products in Israel.  Id. at 826.  Unknown to Eden, Amana’s intent (as plotted by its highest 

management) was to get rid of $2.4 million in inventory that it regarded as “junk,” and  “evinced 

an intent to “f***” and “kill” the plaintiff.  Id. at 828.  After Eden paid for the inventory, Amana 

abruptly terminated the distributor agreement with no explanation, only seventy-seven days after 

signing it.  Id. at 827.

Here, Defendants’ conduct is far more reprehensible than the conduct in Eden.  For 

example, Eden owned twenty-five appliance stores throughout Israel and had $2.4 million in 

cash on hand to purchase Amana’s merchandise, suggesting that Eden was not a financially 

vulnerable plaintiff.  See Id. at 826, 828.  Moreover, there was no evidence in Eden that the 

defendant had engaged in repeated acts, whether with respect to Eden or other competitors.  See 

Id. at 828.  Certainly the defendant was not engaged in conduct intended to protect monopoly 

power.

5. Any Reduction In The Punitive Damages Award Would Not Deter
Defendants From Repeating Their Conduct In The Future

Another proper consideration in reviewing the ratio of punitive to economic damages is 

“the penalty necessary to discourage [the defendant] from undertaking such endeavours in the 

                                               
11 “The Eighth Circuit has rejected the notion that the ratio approved in Eden Electrical represents an upper limit on 
punitive damages awards in a commercial case. See Craig, 528 F.3d at 1021 n.9.
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future.”  TXO, 509 U.S. at 453, 113 S.Ct. at 2718.  The Supreme Court has made clear that 

“punitives are aimed … principally at retribution and deterring harmful conduct.”  Exxon, 128 

S.Ct. at 2621.  See also State Farm, 538 U.S. at 425, 123 S.Ct. at 1524.  See also BMW, 517 U.S. 

at 568, 116 S.Ct. at 1595 (“[p]unitive damages may properly be imposed to further a State’s 

legitimate interest in punishing unlawful conduct and deterring its repetition”); Applied Capital, 

2008 WL 4821336 at *9.

In determining the amount of punitive damages that is appropriate to deter a defendant, 

courts have taken into account the defendant’s wealth.  See, e.g., TXO, 509 U.S. at 462, 113 S.Ct. 

at 2722 (holding that large punitive damages award satisfied due process in light of, among other 

things, defendant’s wealth”); Gannett Co., Inc. v. Kanaaga, 750 A.2d 1174, 1190 (Del. Supr. 

2000) (noting that “the defendant’s wealth is an appropriate consideration because the degree of 

punishment or deterrence is to some extent proportionate to the means of the wrongdoer”) 

(citation omitted); Winters v. Union Texas Petroleum Corp., 974 F.2d 1346, 1992 WL 208171, at 

*3 (10th Cir. 1992) (“financial condition evidence is relevant because punitive damages must be 

sufficient to alter conduct for the better”); Mathias, 347 F.3d at 678 (upholding a punitive-

compensatory damage ratio of 37.2-to-1 based in part on defendant’s wealth).

Moreover, it is proper for the court, in determining whether punitive damages award is 

“reasonably related to the goals of deterrence and retribution,” to consider “the profitability to 

the defendant of the wrongful conduct and the desirability of removing that profit and of having 

the defendant also sustain a loss.”  Pacific Mut., 499 U.S. at 21-22.  See also Mathias, 347 F.3d 

at 677 (in considering whether punitive damages award is constitutionally excessive, court 

considers profitability to defendant of its own misconduct).12

                                               
12 Given the similarity between the goals of punitive damages and criminal punishment, it is not surprising that 
removing the profitability of a defendant’s wrongdoing is also a factor in determining the amount of criminal fines.
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Here, a punitive damage award of less than $40 million will do little if anything to deter 

Defendants from engaging in similar conduct in the future.  As described above, in 2008 

Dentsply had total assets of approximately $2.8 billion.  TX 704, p. 23. $40 million is less than 

1% of that figure.  Further, even with a $40 million punitive damages award, Defendants have 

profited from their conduct, as this amount is less than the profits that they would have lost had 

Guidance been allowed to fairly compete.

As noted above, Dr. Goodis expected to capture approximately 5% of the at least $100

million market for NiTi rotary files, resulting in $5 million per year in lost NiTi rotary file 

revenues to other competitors.  9/23/09 Official Tr. 653:22-655:8.  Because Defendants control 

approximately 70% of the U.S. nickel-titanium rotary file market (9/24/09 Official Tr. (Mosch) 

901:12-15), it is reasonable to assume that they would have lost approximately 70% of the $5

million that all competitors would have lost each year, amounting to lost revenues from NiTi 

rotary file sales of approximately $3.5 million per year, or $24.5 million over the seven-year 

term of the Supply Agreement.  Given that Defendants’ cost to produce files is approximately 

$1.00 per file, which they sell for approximately $6.00 per file (TX 723B at 21407), Defendants’ 

profit margin on files is approximately 83%.  Thus, Defendants’ lost profits from NiTi rotary file 

sales would have been at least $2.9 million per year, or $20.3 million over the life of the Supply 

Agreement.

Dr. Goodis also testified that he expected to capture approximately 50% of the $40 

million market for thermal filling obturators, resulting in $20 million per year in lost obturator 

revenues to other competitors.  9/22/09 Official Tr. 389:24-390:4, 395:8-396:2.  Engaging in a 

similar analysis based on Defendants’ control of approximately 87% of the U.S. carrier-based 

                                                                                                                                                      
See United States Sentencing Guidelines § 8C2.4(a)(2) (2009) (factor in setting “base fine” for criminal offense is 
“the pecuniary gain” to the defendant “from the offense”).
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obturation market (9/24/09 Official Tr. (Mosch) 907:18-908:3), Defendants would have lost 

approximately $17.4 million in obturator sales per year, or $121.8 million over the life of the 

Supply Agreement.  Assuming that Defendants’ profit margin for obturators is similar to its 

profit margin for files, Defendants’ lost profits from obturator sales would have been 

approximately $14.4 million per year, or $101 million over the life of the Supply Agreement.

Defendants would not have sued Guidance three times and litigated this case as 

aggressively as they have, likely spending several million dollars in legal fees along the way, if 

they did not believe that the threat from Guidance was substantial.  As it stands, Defendants have 

been able to severely handicap a successful competitor for a fraction of what they would have 

lost had Guidance been allowed to fairly compete.  The record supports the inference that, in the 

two years since Defendants discontinued the obturator supply and refused to manufacture the V2 

file, they have avoided lost sales of approximately $41.8 million ($3.5 million for files plus 

$17.4 million for obturators, per year), and lost profits of approximately $34.6 million ($2.9

million for files plus $14.4 million for obturators, per year). If this litigation continues on appeal 

until September 2011 (a virtual certainty), and assuming that Defendants pay the full judgment at 

that time, they will have paid $44 million in compensatory and punitive damages, while during 

the same time period avoiding lost profits of approximately $51.9 million.

Given these numbers, $40 million in punitive damages is insufficient to sanction 

Defendants in this case and to deter comparable conduct in the future. Certainly any lesser 

amount will make cost-effective Defendants’ overall strategy of avoiding their contractual and 

legal obligations and subjecting competitors to back-breaking litigation in order to protect 

monopoly market share and profit margins.
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C. Comparing The Punitive Damages Award And The Civil Or Criminal 
Penalties That Could Be Imposed For Comparable Misconduct Supports The 
Conclusion That The Punitive Damages Award Is Not Excessive

The third guidepost to evaluate the constitutionality of a punitive damages award is the 

difference between the punitive damages awarded by the jury and the civil or criminal penalties 

for comparable misconduct.  See State Farm, 538 U.S. at 418, 123 S.Ct. at 1520; BMW, 517 U.S. 

at 583, 116 S.Ct. at 1603.  See also Aken v. Plains Elec. Generation & Transmission Coop., Inc., 

2002-NMSC-021, ¶ 25, 132 N.M. 401, 49 P.3d 662 (noting that comparable sanctions factor is 

least important indicium); see also United Phosphorus, Ltd. v. Midland Fumigant, Inc., 205 F.3d 

1219, 1231 (10th Cir. 2000) (upholding punitive damages award as not constitutionally excessive 

where reprehensibility and ratio guideposts weighed in support of substantial award, even though 

the comparable civil/criminal penalty guidepost leaned in defendant’s favor).

1. There Are Substantial Civil and Criminal Penalties For Comparable 
Conduct Under the Sherman Act

The most analogous potential civil or criminal penalties are those available under the 

Sherman Act, 15 U.S.C. § 1 et. seq.  Here, the evidence on the record would be sufficient to 

initiate a criminal investigation for monopolization under § 2 of the Sherman Act.  A prosecution 

would require proof of two elements in addition to criminal intent: (1) possession of monopoly 

power and (2) ”maintenance of that power as distinguished from growth or development as a 

consequence of a superior product, business acumen, or historic accident.” United States v. 

Dentsply International, Inc., 399 F.3d 181, 186 (3rd Cir. 2005),13 quoting Eastman Kodak Co. v. 

Image Technical Servs., Inc., 504 U.S. 451, 480 (1992).  Monopoly power consists of the ability 

to control prices and exclude competition, and, such power may be inferred from a predominant 

                                               
13 Application of Third Circuit law on Section 2 is particularly appropriate as Dentsply is a Delaware corporation 
headquartered in Pennsylvania, and the Justice Department brought its prior action against Dentsply in the District 
of Delaware.
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share of the market.  Id. at 187.  “Unlawful maintenance of a monopoly is demonstrated by proof 

that a defendant has engaged in anticompetitive conduct that reasonably appears to be a 

significant contribution to maintaining monopoly power.” 14 Id.

In Denstply, 399 F.3d at 190, the Third Circuit found that Dentsply’s 75% to 80% share 

of that market was “more than adequate to establish a prima facie case of power,” and ultimately 

found that Dentsply had violated § 2 of the Sherman Act. Here, the jury heard that Defendants 

control 87% share of the market for obturators and 70% share of the market for NiTi rotary files 

– market shares comparable to Dentsply’s share of the artificial teeth market. Additionally, 

Dentsply has maintained such market shares through a calculated strategy to sue smaller and less 

financially capable competitors and force them into agreements that allow Defendants to keep 

the endodontic market closed and to artificially raise the price of endodontic products.  

Regardless of Defendants’ protestations about the lawfulness of their litigation with pre-

Guidance competitors, there can be no doubt that with Guidance they crossed the line.

Defendants’ insistence on distribution as a means to indirectly control prices in the 

endodontic market also mirrors Dentsply’s policy in the artificial tooth market of excluding 

dealers of artificial teeth from adding competitors’ teeth to their product lines, which had the 

dual effect of keeping “sales of competing teeth below the critical level necessary for any rival to 

pose a real threat to Dentsply’s market share,” and allowing Dentsply to charge higher prices for 

those products.  See Id. at 190-91.

A criminal violation of § 2 is a felony and is punishable by up to $100,000,000 in fines, 

ten years in prison, or both.  15 U.S.C. § 2.  Although the Supreme Court has held that care must 
                                               
14 The Court then stated that “[p]redatory or exclusionary practices in themselves are not sufficient. There must be 
proof that competition, not merely competitors, has been harmed. Dentsply, 399 F.3d at 187. Here, Dentpsly’s 
anticompetitive practices did not simply hurt Guidance and other competitors, they also harmed competition, 
preventing competitors from offering lower prices and making inroads on Dentsply’s enormous market share and 
discouraging others from entering the market.
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be taken to avoid use of the civil process to assess criminal penalties, the availability of 

significant prison terms can justify large punitive damages awards. See Pacific Mut., 499 U.S. at 

123-24, 11 S.Ct. at 1046 (punitive damage award not unconstitutional given that imprisonment 

could be required for similar conduct in criminal context); Chavarria, 2006-NMSC-046, at ¶¶ 39 

(“[t]he possibility of a jail sentence justifies a substantial punitive damages award”).  Cf. State 

Farm, 538 U.S. at 428.  Given the severe criminal and civil penalties for comparable behavior, 

Defendants’ argument that they “lacked any notice” that their conduct could merit a $40 million 

punitive damage award must be rejected.  See Def. Motion for Remittitur, p. 13.  Indeed,

Defendants’ concern regarding the criminal and civil liability may explain their decision to 

withhold the strategic reports and other documents until trial.

2. Guidance Is Not Limited To $300 In Statutory Damages

Defendants also raise the absurd argument that “the only arguable civil penalty for 

comparable conduct is the claim that Dentsply/TDP violated … the New Mexico Unfair 

Practices Act,” and that Defendants were therefore on notice of, at most $300 in potential 

damages.  Def. Motion for Remittitur, p. 14.  However, the jury expressly found that Guidance 

had been damaged by Defendants’ willful violation of the UPA by failing to provide the quantity 

and quality of goods under the Supply Agreement.  Doc 441, Q. 8, 12.  These damages overlap 

with Guidance’s damages for Defendants’ breach of contract, which stem from Defendants’ 

failure to supply obturators and files to Guidance.  Had this case been a UPA case with no 

contract claim, Guidance would have minimally recovered $4.08 million, trebled, for a total of 

over $12 million – not $300.

Moreover, even at $12 million under the UPA, Defendants’ argument has been expressly 

rejected by the Sixth Circuit, which directly confronted this issue.  In Cambio Health Solutions, 
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LLC v. Reardon, 234 Fed. Appx. 331, 339-40 (6th Cir. 2007), defendants argued that the court 

should limit the punitive damages to a 3 to 1 ratio based on the fact that the statutory penalty for 

inducing breach of contract under Tennessee Law is treble damages. The Sixth Circuit rejected 

this approach, upholding a 5.65 to 1 ratio, explaining that under Tennessee law the successful 

plaintiff may choose between treble damages and punitive damages to realize a maximum 

recovery. New Mexico courts interpreting the UPA similarly recognize that a successful plaintiff 

may select punitive or treble damages. See Woodmen, Hale v. Basin Motor Co., 795 P.2d 1006, 

1012 (N.M. 1990); McLelland v. United Wis. Life Ins. Co., 980 P.2d 86, 90 (N.M. Ct. App. 

1999).

II. THE NOMINAL DAMAGES AWARD IS NOT EXCESSIVE

Defendants’ argument that the nominal damages award is excessive fails for two reasons.

First, Defendants’ argument is waived because they did not object to Question 21 on the verdict 

form, which asks the jury to state, “[i]n a lump sum … the amount of nominal damages you are 

awarding to Guidance,” Doc. 441, ¶ 21, and because they failed to request a jury instruction 

capping nominal damages at any specified amount. Defendants therefore did not object to 

leaving the proper amount of nominal damages to the jury’s discretion.

Second, nothing in Delaware law caps nominal damages at six cents or one dollar or any 

particular amount. None of the Delaware cases cited by Defendants contain any binding cap on 

nominal damages, but merely remark that six cents or one dollar is the “tradition[al]” amount.15

Plainly, if Delaware courts had wanted to put a firm cap on nominal damages, they could have 

                                               
15 This is in stark contrast to the Colorado and Pennsylvania cases relied on by Defendants, which do impose a firm 
and unvarying amount of nominal damages. See Mollinger-Wilson v. Quizno’s Franchise Co., 122 Fed. App’x 917, 
923 (10th Cir. 2004) (“Colorado law is specific that nominal damages are $1-not more, not less”); Nicholas v. Penn 
State Univ., 227 F.3d 133, 146 (3d Cir. 2000) (noting that when nominal damages are awarded under Pennsylvania 
law, $1.00 “shall be the measure thereof”) (emphasis added).
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done so, and, absent any firm limit, it should be presumed that the proper determination of the 

amount is for the jury.

Conclusion

Neither remittitur nor a new trial is warranted in this case, for all of the reasons stated 

above.16  The jury’s award of punitive damages is well within constitutional limits, and even 

more so when the potential harm that Defendants’ actions could have caused, or prejudgment 

interest and attorneys’ fees, are combined with the actual damages award.  Thus, neither 

remittitur nor a new trial is warranted.

WHEREFORE, Plaintiff respectfully requests that the Court deny Defendants’ motion for 

remittitur and/or new trial in its entirety.

Respectfully submitted,

MODRALL, SPERLING, ROEHL, HARRIS
& SISK, P.A.

John J. Kelly
Donald A. DeCandia
Ryan Flynn
P.O. Box 2168
Albuquerque, NM 87103
(505) 848-1800

OLSHAN GRUNDMAN FROME 
ROSENZWEIG & WOLOSKY, LLP

Electronically Filed
By /s/ Kyle C. Bisceglie

Kyle C. Bisceglie
Renee M. Zaytsev
Park Avenue Tower
65 East 55th Street

                                               
16 Apparently not content with the five post-trial motions that they have already filed, Defendants use this motion to 
repeat the argument that is the subject of Defendants’ Motion for New Trial Based on the Punitive Damages 
Limiting Instruction (see Doc. 547), namely that Guidance “impermissibly urged the jury to award punitive damages 
on the basis of lawful out of state conduct.”  Def. Motion for Remittitur, p. 16.  Rather than burden the Court with 
repetitive legal arguments, Plaintiff respectfully refers the Court to its Response to Defendants’ motion.
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New York, NY 10022
(212) 451-2300

I HEREBY CERTIFY that on the 24th day of May, 2009, I filed the foregoing electronically 
through the CM/ECF system, which caused the following counsel to be served by electronic 
means, as more fully reflected on the Notice of Electronic Filing. 

Thomas P. Gulley (TPG@nmcounsel.com)
Rebecca Avitia (RLA@nmcounsel.com)
Brian M. Addison (BAddison@Dentsply.com)
Howard M. Radzely (HRadzely@morganlewis.com)
R. Ted Cruz (TCruz@morganlewis.com)
W. Brad Nes (BNes@morganlewis.com)

OLSHAN GRUNDMAN FROME
ROSENZWEIG & WOLOSKY LLP

Electronically Filed
By /s/ Kyle C. Bisceglie

Kyle C. Bisceglie
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Opposition to Motion for Remittitur
Appendix A

Trial 
Exhibit

Page No.

2 APP-A001

6 APP-A005

60 APP-A006

89B APP-A009

367 Doc. 2, Ex. 1

392 APP-A012

422 APP-A014

427 APP-A016

439 APP-A019

441 APP-A021

454 APP-A022

459 APP-A023

463 APP-A024

471 APP-A025

481 APP-A026

482 APP-A027

487 APP-A028

490 APP-A031

497 APP-A032

500 APP-A033

505 APP-A036

508 APP-A041

509 APP-A044

529 APP-A045

542B APP-A046

547 APP-A047

575 APP-A048

581 APP-A050
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Trial 
Exhibit

Page No.

583 APP-A052

630 APP-A053

632 APP-A054

633 APP-A057

640 APP-A058

642 APP-A059

665 APP-A060

704 APP-A061

722H APP-A063

722J APP-A064

722K APP-A065

723B APP-A066

723C APP-A073

723E APP-A077

723H APP-A078

723I APP-A080

723L APP-A081

723M APP-A082

729 APP-A083

737 APP-A084

738 APP-A085

764 APP-A086

766 APP-A087
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Opposition to Motion for Remittitur
Appendix B

Official Trial Tr. Page No.

Day 1 – September 21 APP-B001

Day 2 – September 22 APP-B008

Day 3 – September 23 APP-B013

Day 4 – September 24 APP-B016

Day 5 – September 25 APP-B025

Day 6 – September 28 APP-B027

Day 7 – September 29 APP-B038

Day 8 – September 30 APP-B043

Day 10 – October 2 APP-B047

Day 11 – October 5 (Rough) APP-B050

Day 12 – October 6 APP-B054
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