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How 'Settled Expectations' Affect Amazon's Patent Program
By Barry Greenbaum (August 10, 2026, 5:36 PM EDT)

On July 13, VirtaMove Corp. filed a brief urging the U.S. Supreme Court to deny review of
Google LLC v. VirtaMove, in which Google asks whether the U.S. Patent and Trademark
Office may deny institution under its "settled expectations" framework for older patents,
and whether such denials are judicially reviewable.[1] In its brief, VirtaMove argued that
the USPTO properly exercised its discretion in considering settled expectations when
denying institution.

After obtaining two extensions, the Office of the Solicitor General is expected to file the ‘ b
government's response by Sept. 11. Whether the court grants review could have :
significant consequences for how patent owners and accused sellers approach disputes Barry Greenbaum

in Amazon's patent evaluation process.

The implications reach well beyond Patent Trial and Appeal Board procedure. They are reshaping
strategy in one of the most important patent enforcement venues in the country: Amazon's Patent
Evaluation Express program, known as APEX.

APEX was designed to give Amazon a fast, low-cost mechanism to address claims that third-party listings
infringe patents, without requiring the patent owner to immediately file a patent infringement lawsuit in
federal court.[2]

In practice, it has become a powerful enforcement tool in its own right. A patent owner who believes a
competitor's Amazon listing infringes can, for a few thousand dollars and in a matter of weeks, obtain
removal of that listing without the need to file an expensive lawsuit.

That strategic advantage explains its increasing popularity as a mechanism for patent enforcement. A
Bloomberg Law analysis released in June found that federal lawsuits tied to APEX have increased by
more than 200% between 2022 and 2025,[3] as disputes that begin on Amazon increasingly spill into
district court.

On its face, APEX is limited in scope. Evaluators do not adjudicate patent validity and focus primarily on
whether the accused product is more likely than not infringing. By contrast, in federal court, defendants
may argue noninfringement and raise the full range of invalidity defenses. The result is that a patent
that may not withstand litigation can still succeed in removing a product from Amazon.

For years, sellers countered that imbalance by filing an IPR or, in some cases, an ex parte reexamination



with the Patent Office, allowing the seller to submit prior art to the agency and challenge the patent's
validity. That option is now under pressure in ways that directly affect the strategic value of APEX itself.

Beginning with the USPTO's March 2025 interim memorandum[4] on PTAB workload management, and
decisions such as Dabico Airport Solutions Inc. v. AXA Power ApS in June 2025, the agency has
increasingly treated patent age as a factor weighing against institution of IPRs.[5]

The emerging settled expectations framework draws a rough line at approximately six years of patent
life, borrowing by analogy from the damages limitation period in Title 35 of the U.S. Code, Section
286.[6]

Once a patent crosses that threshold, the agency has shown increasing willingness to deny institution
based on concerns that patent owners and the marketplace may have developed settled expectations
around long-standing patent rights. The practical effect has been significant. IPR institution rates have
declined substantially, driven in significant part by an increase in discretionary denials.

That shift has significant implications for APEX. The patents most frequently asserted in enforcement
campaigns are often older assets acquired from operating companies or through portfolio transactions.
Those are the same types of patents most likely to appear in APEX disputes.

The APEX process already excludes validity from the initial dispute resolution framework. If the PTAB
had remained a reliable counterweight, sellers could often treat APEX as a short-term setback. But as
discretionary denials expand, that assumption weakens.

Google's petition in VirtaMove may reopen that pathway. If the Supreme Court rejects age-based limits
on institutions, the PTAB could once again become a more predictable venue for invalidity challenges.

Until then, however, sellers facing APEX enforcement cannot assume that PTAB review will be available.
As the PTAB option narrows, attention shifts to a third path: the declaratory judgment action.

Filing a DJ action in district court can shift the dispute from Amazon's enforcement process into a forum
where validity, infringement and broader patent defenses are fully at issue.

Just as importantly, U.S. Court of Appeals for the Federal Circuit precedent has made that option more
viable in the APEX context. In SnapRays LLC v. Lighting Defense Group in 2024,[7] the Federal Circuit
held that a patent owner's initiation of an APEX proceeding may establish personal jurisdiction in the
accused seller's home forum. The Supreme Court declined review in March 2025, leaving that
framework in place.[8]

The practical consequence is that what begins as a fast, low-cost Amazon takedown can quickly convert
into full federal litigation, where discovery, claim construction, and invalidity defenses become available
in a forum the patent owner may not have chosen. As institutions of IPRs become less predictable under
the USPTO's settled-expectations framework, declaratory judgment actions are likely to play an
increasingly important role in bringing APEX disputes into federal court.

For patent owners, APEX is no longer the relatively straightforward enforcement tool it once appeared
to be, and it carries additional risk. Before filing, it increasingly requires the same strategic assessment
as federal litigation. A patent owner must assess not only whether infringement is strong under APEX's



limited infringement inquiry, but whether the asserted claims can withstand invalidity challenges in
district court.

The expedited timeline of APEX may conceal the fact that it can trigger immediate escalation into full-
scale litigation, particularly where the accused seller can establish personal jurisdiction over the patent
owner in its home forum under SnapRays.

For sellers, the implication is equally clear. With IPRs becoming less predictable as a defensive tool,

the declaratory judgment action has become the primary vehicle for accused sellers seeking to bring
APEX disputes before a district court, where validity and infringement can be fully litigated. The timing
of that filing may determine whether the seller maintains its Amazon listing while the dispute proceeds
or continues to face disruption to its Amazon sales.

What emerges is a procedural system in which APEX, the PTAB, and district court litigation are
increasingly connected. APEX creates immediate pressure on sellers, PTAB review has become less
certain, and district courts remain the forum where validity and infringement are ultimately decided.

The key strategic question is no longer whether an APEX dispute will escalate beyond Amazon, but
which forum will ultimately shape the outcome, and which party will have the advantage in determining
where the dispute is litigated.

APEX was designed to provide a fast and efficient way to resolve marketplace disputes. It still does. But
it is also becoming a gateway into federal patent litigation. As the Supreme Court considers whether to
grant review of the PTAB's settled expectations doctrine, disputes that begin on Amazon are increasingly
likely to continue beyond the marketplace and into federal court.

Barry Greenbaum is a partner at Olshan Frome Wolosky LLP.
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